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JEFFERY, Administrative Patent Judge. 



DECISION ON APPEAL 
Appellants appeal under 35 U.S.C. § 134 from the Examiner's 
rejection of claims 8-11 and 27-36. 1 We have jurisdiction under 35 U.S.C. 



1 Contrary to the Appeal Brief filed February 16, 2006 (App. Br. 2), claims 
12-26 have been withdrawn from consideration and are not canceled. The 
Advisory Action, mailed September 2, 2004, indicates the Amendment 
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§ 6(b). We affirm-in-part and enter a new ground of rejection under 37 
C.F.R. § 41.50(b). 



STATEMENT OF THE CASE 
Appellants invented a coil assembly for an electro-acoustic 
transducer. The assembly includes a coil having an opening defining a 
longitudinal axis and an electronic circuit board positioned against and 
adhered to the coil in essentially perpendicular relationship to the axis. The 
circuit board may include electronics for signal processing. This assembly 
reduces the labor and time involved in constructing the transducer. 2 
Claim 8 is illustrative: 

8. A coil assembly for an electroacoustic transducer, comprising: 

a coil having a coil opening defining an axis therethrough; and 

an electric circuit board wherein at least a surface portion 
thereof is positioned against said coil in a substantially perpendicular 
relationship to said axis. 

The Examiner relies on the following prior art references to show 
unpatentability: 

Sone US 5,432,758 Jul. 11, 1995 

Lee US 5,861,686 Jan. 19, 1999 



under 37 C.F.R. § 1.116, filed July 19, 2004, has not been entered for 
purposes of appeal. 

2 See generally Spec. 2:1-3:6 and 4:14-5:6. 
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The following reference is cited in a new ground of rejection under 37 
C.F.R. §41. 50(b): 

"Linear Transverters for 144 and 220 MHz" in The ARRL Handbook For 
Radio Amateurs 1993, ch. 31, pp. 31-17 through 31-28 (Am. Radio Relay 
League) (17th ed. 1992). 

The Examiner's rejections are as follows: 

1. Claim 28 stands rejected under 35 U.S.C. § 112, f2. 

2. Claims 8, 9, 31, and 32 stand rejected under 35 U.S.C. § 102(b) as 
being anticipated by Lee. 

3. Claims 8, 10, 11, 27, 29-31, and 33-36 stand rejected under 35 
U.S.C. § 102(b) as being anticipated by Sone. 3 

Rather than repeat the arguments of Appellants or the Examiner, we 
refer to the Briefs 4 and the Answer 5 for their respective details. In this 
decision, we have considered only those arguments actually made by 
Appellants. Arguments, which Appellants could have made but did not 
make in the Briefs, have not been considered and are deemed to be waived. 
See 37 C.F.R. § 41.37(c)(l)(vii). 



3 The rejections of claim 8 under 35 U.S.C. § 102(a) as being anticipated by 
Kuwabara (US Patent 6,023,518) and claims 9, 10, 29 and 31-33 under 35 
U.S.C. § 103(a) as being unpatentable by Kuwabara have been withdrawn 
(Ans. 6). Additionally, the rejection of claims 9 and 32 under 35 U.S.C. 

§ 102(b) as being anticipated by Sone has been withdrawn (Ans. 6). 

4 We refer to the most recent Appeal Brief, filed February 16, 2006, and the 
most recent Reply Brief, filed July 24, 2006, throughout this opinion. 

5 We refer to the most recent Examiner's Answer mailed May 19, 2006, 
throughout this opinion. 
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OPINION 

The Indefiniteness Rejection 
We first consider the Examiner's rejection of claim 28 under 35 
U.S.C. § 112, f 2 as being indefinite for failing to particularly point out and 
distinctly claim the subject matter which Appellants regard as the invention. 
The Examiner finds claim 28 is indefinite because it depends from 
withdrawn claim 12 (Ans. 3). Appellants argue that the non-entered 
Amendment 6 changing the dependency to claim 27 overcomes the rejection 
(App. Br. 4). 

At the outset, we note that claim 12 has been withdrawn from 
consideration as being drawn to a non-elected invention. 7 Similarly, claim 
28 should have been withdrawn from consideration. 8 Additionally, claim 12 
recites that a surface portion of the electric circuit board is positioned against 
the coil by adhesion, and claim 28 further limits the type of adhesion to glue. 
There is a reasonable degree of clarity and particularity with regards to the 
recitation in claim 28 regarding the type of adhesion, and we see no 
ambiguity. 

For the foregoing reasons, we will not sustain the Examiner's 
indefiniteness rejection of claim 28. 

The Anticipation Rejection Based on Lee 
We next consider the Examiner's rejection of claims 8, 9, 31, and 32 
under 35 U.S.C. § 102(b) as being anticipated by Lee. "A claim is 



6 See the Advisory Action, mailed September 2, 2004. 

7 See Paragraph 6 of the Non-Final Office Action mailed August 27, 2003. 

8 See 37 C.F.R. § 1.142(b) and MPEP § 821. 
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anticipated only if each and every element as set forth in the claim is found, 
either expressly or inherently described, in a single prior art reference." 
Verdegaal Bros, Inc.. v. Union Oil Co. of Calif., 814 F.2d 628, 631 (Fed. 
Cir. 1987). Appellants group the arguments according to the following 
claims: (1) 8 and 9 and (2) 31 and 32 (App. Br. 9-10; Reply Br. 4-5). 
Below, each group will be addressed. 

Claims 8 and 9 

Regarding representative independent claim 8, 9 the Examiner 
indicates that Lee discloses all the claimed subject matter (Ans. 3). 
Appellants argue that element 3b in Lee is not an electronic circuit board. 
Specifically, Appellants contend the recited electric circuit board in Lee is 
not shown and that the purpose of element 3b is to vibrate in response to a 
given frequency sent by the printed circuit board not shown (App. Br. 9-10). 

Lee discloses the second vibration element 3b is "also used as a circuit 
board for the coil 8" (Lee, col. 3, 11. 50-51 and col. 4, 1. 17). This disclosure 
clearly states that element 3b serves two functions - one as a vibration 
member to generate sounds (Lee, col. 5, 11. 15-16) and another as a circuit 
board for the coil (Lee, col. 3, 11. 49-51 and col. 6, 11. 10-16). Additionally, 
Lee discloses two circuit boards: (1) the vibration element 3b and (2) the 
printed circuit board for the cellular or pager phone (Lee, col. 4, 11. 15-17). 
The fact that more than one circuit board is disclosed does not detract from 
the explicit disclosure in Lee that element 3b is a circuit board for the coil 



9 Appellants argue claims 8 and 9 as a group (App. Br. 9-10; Reply Br. 4). 
Accordingly, we select claim 8 as representative. See 37 C.F.R. 
§41.37(c)(l)(vii). 
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(Lee, col. 3, 11. 41-51) and fully meets the limitation to an electric circuit 
board in claim 8. 

For the foregoing reasons, Appellants have not shown error in the 
anticipation rejection of independent claim 8 based on Lee. Accordingly, we 
sustain the rejection of claim 8 and claim 9 which falls with claim 8. 

Claims 31 and 32 

Regarding representative independent claim 31, 10 Appellants argue 
that Lee does not include signal processing electronics (Reply Br. 4). This 
argument was not timely raised in the Appeal Brief, but rather was brought 
up for the first time in the Reply Brief. As such, this argument is waived. 11 
In any event, the respective electric circuit board in Lee (member 3b) 
includes electronics which are used to convert or process the electrical 
signals into acoustic energy (Lee, col. 3, 11. 41-51, col. 4, 11. 7-17, col. 5, 11. 
38-44, and col. 6, 11. 10-16). Additionally, given the breadth of the recited 
"signal processing electronics" limitation, the electronics of the electric 
circuit board 3b in Lee that convert and process the electric signals to 
acoustic energy amply disclose signal processing electronics. 

For the foregoing reasons, Appellants have not shown error in the 
anticipation rejection of independent claim 31 based on Lee. Accordingly, 
we sustain the rejection of claim 31 and claim 32 which falls with claim 31. 



10 Appellants argue claims 31 and 32 as a group (Reply Br. 4-5). 
Accordingly, we select claim 31 as representative. See 37 C.F.R. 
§41.37(c)(l)(vii). 

11 See Optivus Tech., Inc. v. Ion BeamAppls. S.A., 469 F.3d 978, 989 (Fed. 
Cir. 2006) ("[A]n issue not raised by an appellant in its opening brief ... is 
waived.") (citations and quotation marks omitted). 
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The Anticipation Rejection Based on Sone 
We finally turn to the Examiner's rejection of claims 8, 10, 11, 27, 29- 
31, and 33-36 under 35 U.S.C. § 102(b) as being anticipated by Sone. 
Appellants group the arguments according to the following: (1) claims 8, 10, 
and 30; (2) claims 11 and 34; (3) claims 27 and 35; (4) claims 29, 31, and 33 
(App. Br. 5-9; Reply Br. 2-4); and (5) claim 36. Below, each group will be 
addressed. 

Claims 8, 10, and 30 

Regarding representative claim 8, 12 the Examiner's rejection finds that 
Sone discloses all the claimed subject matter (Ans. 4). Appellants argue that 
Sone does not disclose an electronic circuit board. Specifically, Appellants 
take the position that plate 40 in Sone is part of a closed magnetic circuit and 
that none of the elements selected by the Examiner (40, 42, 44, 48, 50, 52) 
make up an electric circuit board. In Appellants' view, the electric circuit 
board in Sone is actually designated by element 62 and is not positioned 
against the coil as claimed (App. Br. 5-7; Reply Br. 3). 

Sone discloses a plate 40 insulated by film 48 that includes conductive 
patterns 50 and 52 (Sone, col. 4, 11. 10-43; Figs. 1-4). The conductive 
patterns 50 and 52 are printed on both sides of the plate 40 and create 
circuitry used for mounting and interconnecting components of electrical 
equipment (Sone, col. 4, 11. 31-43 and col. 6, 11. 65-67). The film 48 
insulates the patterns 50 and 52 from the plate 40 (Sone, col. 4, 11. 28-31 and 



12 Appellants argue claims 8, 10, and 30 as a group (App. Br. 5-8). 
Accordingly, we select claim 8 as representative. See 37 C.F.R. 
§41.37(c)(l)(vii). 
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col. 6, 11. 15-19). Hence, the plate 40, film 48, and patterns 50 and 52 all 
interconnect structurally to form an electric circuit board. Moreover, there is 
nothing in the Specification that excludes the recited electric circuit board 
from comprising multiple interconnected structural elements, such as a 
laminate. Thus, the broadest reasonable construction of the term, "electric 
circuit board," in light of the Specification would include such multiple 
interconnected structural elements. Additionally, irrespective of the 
Examiner' s statement that the printed circuit board 62 "is not included in the 
Office Action" (Ans. 6), the circuit board 62 along with the plate 40, film 
48, and patterns 50 and 52 all make up parts of an electric circuit board as 
the printed circuit board 62 in Sone is soldered and electrically connected to 
the plate (Sone, col. 6, 11. 24-27; Fig. 5). Moreover, as the plate 40 also has 
a surface portion (top surface of 40 shown in Figure 1) positioned against the 
coil in a substantially perpendicular manner, Sone discloses at least a surface 
portion of an electric circuit board positioned against the coil in a 
substantially perpendicular relationship to the axis defined by the coil 
opening as recited in claim 8. 

Appellants also argue that the plate 40 is part of the closed magnetic 
circuit and cannot be a part of an electric circuit board (App. Br. 5-6; Reply 
Br. 3). As previously stated, we disagree that the plate cannot be part of the 
electric circuit board. That is, the plate 40 serves more than one function. 
While acting as part of the magnetic circuit, the plate additionally serves as a 
substrate or base for printing the insulating film and the conductive patterns 
- all of which define the electric circuit board. The plate, therefore, forms a 
portion of an electric circuit board. 
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For the above reasons, Appellants have not shown error in the 
anticipation rejection of claim 8 based on Sone. Accordingly, we sustain the 
rejection of claim 8 and claims 10 and 30 which fall with claim 8. 

Claims 11 and 34 
Representative claim ll 13 further recites the electric circuit board has 
an opening and the opening is substantially aligned with the coil opening. 
The Examiner indicates how this limitation is fully met by Sone (Ans. 4). 
Appellants repeat the arguments made regarding claim 8 and the plate 40 in 
Sone not being an electric circuit board (App. Br. 8). In Appellants' view, 
since the plate 40 is not an electric circuit board, Sone does not disclose the 
electric circuit board has an opening (App. Br. 8). Our previous discussion 
pertaining to the disclosure of Sone and how the plate 40 is part of an 
electric circuit board applies equally here. We, therefore, incorporate that 
discussion by reference. As the plate 40 makes up a portion of the electric 
circuit board in Sone, the circuit board includes an opening (Sone, col. 5, 11. 
19-20; Fig. 1) substantially aligned with the coil opening as recited in claim 
11. 

For the above reasons, Appellants have shown no error in the 
anticipation rejection of claim 11 based on Sone. Accordingly, we will 
sustain the anticipation rejection of claim 1 1 and claim 34 which falls with 
claim 1 1 . 



Appellants argue claims 1 1 and 34 as a group (App. Br. 8). Accordingly, 
we select claim 11 as representative. See 37 C.F.R. § 41.37(c)(l)(vii). 
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Claims 27 and 35 

Claim 27 further recites the surface portion of the electric circuit 
board is positioned against the coil by adhesion. Claim 8, from which claim 
27 depends, also recites the surface portion is positioned against the coil in a 
substantially perpendicular relationship to the axis defined by the coil 
opening. The Examiner indicates how this limitation is fully met by Sone 
through the connection of the lead wires 22 and 24 to coil and plate (Ans. 4). 
Appellants argue that the core 6, not the coil, is adhered or connected to the 
plate 40 by a screw. Based on this disclosure, the Appellants contend that 
Sone does not disclose the surface portion of the electric circuit board is 
positioned against the coil by adhesion (Reply Br. 4). Although this 
argument was raised for the first time in the Reply Brief and is technically 
waived, 14 we nonetheless address this contention. Upon review, we find that 
Sone does not disclose or is silent regarding whether the surface portion of 
the electric circuit board that is positioned against the coil in a substantially 
perpendicular relationship to the axis defined by the coil opening is also 
positioned against the coil by adhesion. 

Based on the above reasons, we will not sustain the anticipation 
rejection of claim 27 and claim 35 which is commensurate in scope. 



See Optivus, 469 F.3d at 989. 
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Claims 29, 31 and 33 

Representative claim 29 15 further recites the electric circuit board 
includes electronics for signal processing. The Examiner indicates how this 
limitation is fully met by Sone (Ans. 4). Appellants argue that the plate 40, 
film 48, and conductive patterns 50 and 52 do not include electronics for 
signal processing (App. Br. 7-8; Reply Br. 3). 

We agree with Appellants that components 40, 48, 50, and 52 in Sone 
are not electronics for signal processing. However, as stated above with 
regard to claim 8, the scope and breadth of the recited electric circuit board 
does not preclude multiple interconnected structural elements that include 
circuit board 62 in Sone. That is, Sone discloses an electric circuit board 
that includes plate 40, film 48, patterns 50 and 52, and board 62. Sone 
discloses the device converts electrical signals to sound, and thus the board 
62 must include some electronics for signal processing (Sone, col. 1, 11. 6-9). 
Additionally, Appellants admit that any electronics in Sone would be on the 
printed board 62 (Reply Br. 3). In turn, component 62 of the electric circuit 
board in Sone includes electronics for signal processing as claim 29 recites. 

For the above reasons, Appellants have not shown error in the 
anticipation rejection of claim 29 based on Sone. Accordingly, we sustain 
the rejection of claim 29 and claims 31 and 33 which fall with claim 29. 



1 Appellants argue claims 29, 31 and 33 as a group (App. Br. 7; Reply Br. 
4-5). Accordingly, we select claim 29 as representative. See 37 C.F.R. 
§41.37(c)(l)(vii). 
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Claim 36 

Claim 36 further recites the electric circuit board is electrically 
connected to the coil through lead wires. The Examiner indicates how this 
limitation is fully met by Sone (Ans. 5). Appellants argue that the board 62 
is not electrically connected to the coil through lead wires but rather through 
soldering the board 62 to plate 40 (App. Br. 9). Our previous discussion 
pertaining to Sone and how the plate 40, film 48, patterns 50 and 52, and 
board 62 are parts of the electric circuit board applies equally here. We, 
therefore, incorporate that discussion by reference. As the plate 40 and 
conductive patterns 50 and 52 of Sone are part of the electric circuit board, 
Sone discloses a portion of the electric circuit board is electrically connected 
to the coil through lead wires 22 and 24 as recited in claim 36 (Sone, col. 6, 
1.61 -col. 7, 1.5; Figs. 1,3 and 5). 

Based on the above reasons, Appellants have not shown error in the 
anticipation rejection of claim 36 based on Sone. Accordingly, we sustain 
the rejection of claim 36. 

New Grounds of Rejection Under 35 U.S.C. §102(b) 
Under 37 C.F.R. § 41.50(b), we enter a new ground of rejection under 

35 U.S.C. § 102(b) for claims 8, 27, 29, 31, and 35. 

The following is a quotation of the appropriate paragraph of 35 U.S.C. 

§ 102 that forms the basis for the following rejections: 

A person shall be entitled to a patent unless — 

(b) the invention was patented or described in a printed publication in 
this or a foreign country or in public use or on sale in this country, 
more than one year prior to the date of the application for patent in the 
United States. 
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Claims 8, 27, 29, 31, and 35 are rejected under 35 U.S.C. § 102(b) as 
being anticipated by The ARRL Handbook for Radio Amateurs 1993 ("the 
ARRL Handbook"). 

Figure 57 of the ARRL Handbook (Page 31-25) is reproduced below: 




Figure 57 depicts a preamplifier with a coil and other circuit elements 
mounted on a board. 

As shown above, the ARRL Handbook discloses a coil assembly 
comprising a coil (see coil reference line) having a coil opening defining an 
axis therethrough and an electric circuit board (see board reference line) 
wherein at least a surface portion is positioned against the coil in a 
substantially perpendicular relationship to the axis (The ARRL Handbook, 
25; Fig. 57). While Figure 57 does not state the board is an electric circuit 
board, the plate clearly functions as part of the circuit to connect the 
electrical components shown into an integrated preamplifier. Thus, giving 
the term, "electric circuit board," its broadest reasonable interpretation, the 
board shown in Figure 57 is an electric circuit board. 
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Additionally, we note that Figure 57 shows a preamplifier, and claim 
8 recites "a coil assembly for an electroacoustic transducer." The phrase, 
"for an electroacoustic transducer," is language relating to the function or 
intended use of the coil assembly. As courts have stated, "the absence of a 
disclosure relating to function does not defeat the Board's finding of 
anticipation. It is well settled that the recitation of a new intended use for an 
old product does not make a claim to that old product patentable." In re 
Schreiber, 128 F.3d 1473, 1477 (Fed. Cir. 1997). Thus, while Figure 57 and 
its description do not disclose the coil assembly being used in an electro- 
acoustic transducer, the disclosed assembly of Figure 57 is nonetheless 
capable of functioning as a coil assembly for an electro-acoustic transducer 
if it were so employed. Moreover, the coil assembly in Figure 57, as 
discussed above, includes all the recited structural limitations of claim 8. 
We, therefore, find that the coil assembly in Figure 57 of the ARRL 
Handbook anticipates claim 8. 

Regarding claims 27 and 35, Figure 57 shows a surface portion of the 
electric circuit board is positioned against the coil by adhesion or soldering 
(see soldering reference line). 

Regarding claims 29 and 31, both include the additional limitation of 
the electric circuit board having electronics for signal processing. As the 
device in Figure 57 is a preamplifier, there are ample electrical components 
that perform signal processing, including an output filter (the ARRL 
Handbook, 26). Thus, Figure 57 of the ARRL Handbook meets the 
limitations of the "electric circuit board includes electronics for signal 
processing" recited in claim 29 and the "electric circuit board including 
signal processing electronics" recited in claim 31. 
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Although we decline to reject every claim under our discretionary 
authority under 37 C.F.R. § 41.50(b), we emphasize that our decision does 
not mean the remaining claims are patentable over the ARRL Handbook. 
Rather, we merely leave the patentability determination of these claims to 
the Examiner. See MPEP § 1213.02. 

DECISION 

We have sustained the Examiner's rejections with respect to claims 8- 
11, 29-34 and 36. We have not, however, sustained the Examiner's 
rejections of claims 27, 28, and 35. Therefore, the Examiner's decision 
rejecting claims 8-11 and 27-36 is affirmed-in-part. We have, however, 
entered a new ground of rejection under 37 C.F.R. § 41.50(b) for claims 8, 
27, 29, 31, and 35. 

This decision contains a new ground of rejection pursuant to 37 
C.F.R. § 41.50(b). Section 41.50(b) provides that "[a] new ground of 
rejection . . . shall not be considered final for judicial review." 

This section also provides that the Appellants, WITHIN TWO 

MONTHS FROM THE DATE OF THE DECISION, must exercise one of 

the following two options with respect to the new ground of rejection to 

avoid termination of the appeal as to the rejected claims: 

(1) Reopen prosecution. Submit an appropriate 
amendment of the claims so rejected or new evidence 
relating to the claims so rejected, or both, and have 
the matter reconsidered by the examiner, in which 
event the proceeding will be remanded to the 
examiner. . . . 
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(2) Request rehearing. Request that the proceeding be 
reheard under § 41.52 by the Board upon the same 
record. . . . 

No time period for taking any subsequent action in connection with 
this appeal may be extended under 37 C.F.R. § 1.136(a)(l)(iv). 



AFFIRMED-IN-PART 
37 C.F.R. §41. 50(b) 



KIS 



NIXON PEABODY, L.L.P. 
161 N. CLARK STREET 
48TH FLOOR 
CHICAGO, IL 60601-3213 
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